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1 ) The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2) Claims 6-1 0 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 6, there is no antecedent basis for "the electrically conductive bands". 

Applicant argues that antecedent basis is provided by "at least one tread layer 
consisting of a tread rubber made of a low-conductive rubber and an electrically 
conductive band" and "at least two layers as the tread layer". Applicant is incorrect 
because "at least two layers as the tread layer" is consistent with either one band or two 
bands. 

Claims 7-12 are indefinite because the step(s) recited in claims 7-12 fail to 
produce the tire of the preamble. For example, there is no mention of the belt after the 
description of "the method comprising" in claims 7, 11 and 12. Therefore, it is unclear if 
(1 ) claims 7, 1 1 and 1 2 fail to require a belt, (2) claims 7, 1 1 and 1 2 require the "tire raw 
member" to have the belt or (3) claims 7, 11 and 12 require another step of disposing a 
belt on the tire raw member. Another example: It is unclear if claim 7 requires a step of 
winding a low-conductive continuous rubber ribbon circumferentially plural times. The 
premable indicates that such a step is required whereas the body of the claim (after "the 
method comprising") indicates that such a step is not required. Another example: It is 
unclear if claim 8 requires a "high-conductive thin annular sheet". The premable 
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indicates that such subject matter is required whereas the body of the claim (after "the 
method comprising") indicates that such subject matter is not required. 

Applicant argues that breadth of claims should not be equated with 
indefiniteness. This argument is off point and does nothing to clarify the scope of claims 
7-12. 

3) The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4) The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Japan 525 

5) Claim 8 is rejected under 35 U.S.C. 102(b) as being anticipated by Japan 
525 (JP 2001-047525). 

See figures, abstract and machine translation. The claimed belt reads on belt 13; 
the claimed continuous low conductive continuous rubber ribbon circumferentially 
wound plural times reads on the cap 4C which is formed by winding a sheet shaped 
member 4 plural times; and the claimed high conductive thin annular rubber sheet reads 
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on the thin high conductivity rubber composition layer E. The plural layers of cap 4C 
are best seen in figure 2. The term "ribbon" fails to require a width different from the 
width of the sheet shaped member 4. See MPEP 21 1 3 (product by process claims). 

As to claim 8, the claimed method is anticipated by Japan 525. The only step 
required by claim 8 is "circumferentially winding a continuous low-conductive uncured 
rubber ribbon". Japan 525 discloses this step. See figures 1 and 2. 

Applicant argues that rubber composition E is not a thin annular rubber sheet 
because rubber composition E is formed by making a break that is filled with liquefied 
cement. This argument is not persuasive. First: Claim 8 fails to require a thin annular 
rubber sheet. The step of "circumferentially winding a continuous low-conductive 
uncured rubber ribbon" fails to form a thin annular rubber sheet. The description of "thin 
annular rubber sheet" in the preamble relates to intended use of the claimed method 
step. Claim 8 fails to recite any step which provides / forms a thin annular rubber sheet. 
Second: Claim 8 fails to exclude making a thin annular rubber sheet using liquid 
cement (solution of unvulcanized rubber). Third: Layer E comprises rubber. Layer E is 
annular. Layer E is thin so as to constitute a sheet. Applicant has presented no 
convincing argument and/or evidence to the contrary. 

Japan 713 

6) Claims 2 and 4-6 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Japan 713 (JP 11-129713). 

See figures 3, 4, abstract and machine translation. Japan 713's tire (tire size 
195/65R14) inherently has the claimed belt. 
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Applicant argues and examiner agrees that the conductive rubber layer in Japan 
713 only extends through the tread part. Examiner adds that claims 2 and 4-6 read on 
the electrically conductive band only extending through the tread rubber. 

Applicant argues that the conductive rubber layer of Japan 713 does not extend 
over part of a top face of the first tread portion toward a part of a bottom face of a 
second tread rubber. This argument is not commensurate in scope with the claims and 
is therefore not persuasive. Claim 2 fails to require the electrically conductive band to 
extend over a part of a top face of the tread rubber. It is noted that Japan 713's 
conductive member extends from a part of a top face of the first tread rubber 1 because 
(1) the conductive member abuts the first tread rubber 1 (Figure 3) and (2) the upper 
corner of the conductive member is at one edge ("a part") of the top face of the first 
tread rubber 1 (Figure 3). 

Applicant argues that Japan 71 3 does not teach "the tread rubber is made of a 
low-conductive continuous ribbon" as in claim 6. This argument is not persuasive since 
claim 6 fails to require "the tread rubber is made of a low-conductive continuous ribbon". 
Kovama et al 

7) Claims 2, 3, 5, 7-9, 11 and 12 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Koyama et al (US 2002/0007893). 

Koyama et al discloses a method for producing a tread comprising providing tire 
material 4 on a rotating support 3; winding a first portion 8a of low electrically conductive 
rubber on the tire material 4; winding high electrically conductive rubber ribbon 10 to 
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form an electrically conductive layer 9; and winding a second portion 8b of low 
electrically conductive rubber. The ribbon 10 may be wound only once such that it is 
inclined (figure 3b, paragraph 46). The ribbon 10 may be wound plural times (Figure 2, 
3c, 3d, 4, 5). The low electrically conductive rubber may be formed by winding a ribbon 
as an alternative to winding an integral shaped body (paragraph 53). The outer surface 
of the tire material may be defined by a belt cord coating layer 6. The tread may have a 
cap base structure (figure 4). 

The claimed tire and method are anticipated by Koyama et al's tire and method of 
making a tire. In any event: It would have been obvious to form a tire by spirally 
winding a ribbon of low electrically conductive rubber on a tire material to form a first 
tread portion, then winding a thin ribbon of high electrically conductive rubber only once 
on the first tread portion to form an electrically conductive rubber layer; and then 
winding a ribbon of low electrically conductive rubber on the thin high electrically 
conductive ribbon and the tire material such that the conductive layer is inclined at an 
angle with respect to the equatorial plane as shown in figure 3b since (1) Koyama et al 
teaches that the high electrically conductive ribbon 10 may be wound only once such 
that it is inclined (figure 3b, paragraph 46) and (2) Koyama et al teaches that the low 
electrically conductive rubber may be formed by winding a ribbon as an alternative to 
winding an integral shaped body (paragraph 53). With respect to the belt, Koyama et al 
teaches that 6 may be a belt cord coating layer made of high electrically conductive 
rubber. In claim 5, "tread layer is arranged as at least an inner most layer" reads on a 
single layer tread. 
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Applicant argues that Koyama et al's electrically conductive layer is made by 
twisting a rubber ribbon rather than a thin annular rubber sheet. This argument is not 
persuasive. First: Koyama et al fails to teach "twisting" the rubber ribbon. Second: In 
claims 2-12, "thin annular rubber sheet" reads on the thin annular rubber sheet formed 
by winding rubber ribbon 10. It is emphasized that applicant obtains the "annular" form 
using the same step of winding as disclosed by Koyama et al. It is undisputed that 
Koyama et al's ribbon 10 comprises rubber. It is noted that "thin" is a relative term that 
fails to require a thickness different from that disclosed by Koyama et al. It is further 
noted that "sheet" is generic to ribbon. A "ribbon" is a narrow sheet. 

As to claim 2, applicant argues that Koyama et al's electrically conductive layer 
extends generally in the radial direction. This argument is not persuasive since Koyama 
et al's electrically conductive layer extends over a widthwise region. See Figure 3b. 

As to claim 2, applicant argues that the electrically conductive band of the 
present invention ensures the electrical contact. This argument is not persuasive. First: 
Unexpected results cannot overcome a 102 rejection. Second: The claimed invention 
has not been compared with Koyama et al. No unexpected results over Koyama et al 
have been shown. 

As to claim 7, applicant argues that the thickness of the electrically conductive 
band in the widthwise direction can be optimized by adjusting the thickness of the sheet 
to be wound. This argument is not persuasive since claim 7 fails to require adjusting 
the thickness of the sheet to be wound. 
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As to claim 7, applicant argues that the electrically conductive band exceeds the 
side face of the tread rubber and widely exposing on the top face and bottom face of the 
tread layer. This argument is not persuasive since claim 7 fails to require the electrically 
conductive band exceeding the side face of the tread rubber and widely exposing on the 
top face and bottom face of the tread layer. 

As to claim 8, applicant argues that the deterioration of the uniformity due to the 
joint portion on the periphery can be prevented and the production is possible in a multi- 
sized production system. This argument is not persuasive. First: Unexpected results 
cannot overcome a 102 rejection. Second: The claimed invention has not been 
compared with Koyama et al. No unexpected results over Koyama et al have been 
shown. 

8) Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Koyama et al (US 2002/0007893) in view of Japan 713 (JP 11-129713). 

As to claim 4, it would have been obvious to one of ordinary skill in the art to 
incline the high electrically conductive band (figure 3b) at an angle of 45-75 degrees 
with respect to the equatorial plane in view of Japan 713's teaching to incline an high 
electrically conductive rubber member extending through a low electrically conductive 
rubber tire tread at a relatively large angle (illustrated angle of 70 degrees in figure 4). 

As to claim 5, it would have been obvious to form a two layer tread having an 
electrically conductive band extending there through using Koyama et al's process since 
(1) Koyama et al, directed to an anti-static tire, teaches that the tread may have two 
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layers (figure 4) and (2) Japan 713, also directed to an anti-static tire, teaches extending 
an electrically conductive layer through both layers of a two layer tread (figure 3). 

9) Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Koyama et al (US 2002/0007893) in view of Japan 713 (JP 11-129713), Calvar et al 
233 (US 6,951,233) and Calvar et al 693 (US 6,834,693). 

As to claim 6, it would have been obvious to form a two layer tread having an 
electrically conductive band extending there through using Koyama et al's process since 
(1) Koyama et al, directed to an anti-static tire, teaches that the tread may have two 
layers (figure 4) and (2) Japan 713, also directed to an anti-static tire, teaches extending 
an electrically conductive layer through both layers of a two layer tread (figure 3). 
Furthermore, it would have been obvious to form two electrically conductive bands 
instead of one since Calvar et al 233 and Calvar et al 693 suggest separately forming 
the cap and base (the two layers) in which each of these layers has an electrically 
conductive rubber member extending there through. 

10) Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Koyama et al (US 2002/0007893) in view of Europe 397 (EP 1201397). 

As to claim 10, it would have been obvious to one of ordinary skill in the art to 
use a calendar to form the conductive rubber ribbon 10 since Europe 397, also directed 
to strip winding a tire tread, suggests using a calendar to form a rubber tape for strip 
winding so that the desired thickness can be obtained. 
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Remarks 

1 1 ) Applicant's arguments filed 7-28-08 have been fully considered but they are not 
persuasive. Applicant's arguments are addressed above. 

The certified English translation of applicant's priority document filed 7-28-08 has 
been received. Accordingly, the 102(a) rejection over Japan 713 (JP 11-129713) has 
been withdrawn. 

12) No claim is allowed. 

1 3) Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

14) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven D. Maki whose telephone number is (571) 272- 
1221 . The examiner can normally be reached on Mon. - Fri. 8:30 AM - 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Steven D. Maki/ 

Primary Examiner, Art Unit 1791 

Steven D. Maki 
November 1 1 , 2008 



